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DETAILED ACTION 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 9 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. Claim 9 recites, "selected from the following group." The 
claim should recite "selected from the group consisting of instead of "selected from the 
following group" to properly set forth a Markush group. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1 and 7-9 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Koetke'952 (US Patent 5,760,952). Koetke'952 teaches a surgical microscope 
including an observing beam path that intersects with an object (patient's eye) (col. 3, 
lines 30-32) and an illuminating device which directs light onto a stationary mirror and 
movable mirror wherein variation of the relative position of mirrors 1a and 1b (Figure 
2A) will alter the phase from light reflected off of mirror 1b (Figure 2A) thereby providing 
means to select the phase of the illuminating light (col. 4, lines 37-42). 
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Also, Koetke'952 teaches a surgical microscope where the illuminating device 
includes a light source (col. 3, lines 37-38) used for testing red reflex (col.2, lines 8-10). 
It is generally known to one having ordinary skill in the art that red reflex tests involve a 
white light source (incoherent light source) and such a light source would have a 
characteristic illuminating light phase. 

Furthermore, Koetke'952 teaches a surgical microscope where a displaceable 
diaphragm or light shield (col. 3, lines 54-55) can control the light illumination (producing 
certain optical properties). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-9, 13 and 14 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Fantone et an 54 (US Patent 4,786,154) in view of Koetke'952. 
Fantone et al/154 teaches an enhanced-image operating microscope including a 
narrow band pass filter to each observation beam path to separate parts of the visible 
spectrum of interest (col. 2, lines 58-61); sensors (col. 2, lines 63-67); a pair of beam- 
splitters (first deflection element) which separate portions of the images provided by the 
magnification changer from the main optical path (col. 2, lines 53-57) and a pair of 
beam-combiners (second deflection element) which combine the enhanced images with 
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the visible images of the observation beam path (col. 4, lines 25-31); real time image 
processing devices (evaluation unit) (col. 3, lines 6-9); a pair of observation beam paths 
(col. 2, lines 45-49); displays (col. 4, lines 19-22) showing converted false-color images, 
gray-scale image (black-and-white image), and a true multi-color image (col. 3, lines, 
43-51). 

Fantone et al'154 indicates an illumination beam 13, but does not expressly 
teach an illumination device including means for selecting at least one of the spectral 
band, polarization, and phase of illuminating light. In the same field of endeavor 
Koetke'952 teaches a surgical microscope including an observing beam path that 
intersects with an object (patient's eye) (col. 3, lines 30-32) and an illuminating device 
which directs light onto a stationary mirror and movable mirror wherein variation of the 
relative position of mirrors 1a and 1b (Figure 2A) will alter the phase from light reflected 
off of mirror 1 b (Figure 2A) thereby providing means to select the phase of the 
illuminating light (col. 4, lines 37-42). Also, Koetke'952 teaches a surgical microscope 
where the illuminating device includes a light source (col. 3, lines 37-38) used for testing 
red reflex (col. 2, lines 8-10). It is generally known to one having ordinary skill in the art 
that red reflex tests involve a white light source (incoherent light source) and such a 
light source would have a characteristic illuminating light phase. Furthermore, 
Koetke'952 teaches a surgical microscope where a displaceable diaphragm or light 
shield (col. 3, lines 54-55) can control the light illumination (producing certain optical 
properties). It would have been obvious to one having ordinary skill in the art at the time 
that the invention was made to modify the surgical microscope as taught by Fantone et 
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an 54 to incorporate the teachings of Koetke'952 by combining the illuminating device 
of the surgical microscope and the enhanced-image operating microscope since such a 
modification would allow a specific optical property of the illuminating light to illuminate 
the eye to be examined. 

Claims 10-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Fantone et an 54 in view of Koetke'952 as applied to claim 2 above, and further in view 
of Nakamura'592 (US Patent Application Publication 2001/0010592). 

Fantone et an 54 in view of Koetke'952 as applied to claim 2 above does not 
expressly teach a shutter in the observation path and a shutter between the display and 
the second deflection element. In the same field of endeavor Nakamura'592 teaches a 
stereomicroscope including a first shutter for selectively blocking a light flux from a 
target and a second shutter for selectively blocking a light flux from a monitor (col. 3, 
paragraph [0036]). It would have been obvious to one having ordinary skill in the art at 
the time that the invention was made to modify the surgical microscope as taught by 
Fantone et al'154 in view of Koetke'952 as applied to claim 2 above to incorporate the 
teachings of Nakamura'592 by combining the surgical microscope and the first shutter 
and second shutter in the stereomicroscope since such a modification would allow a 
user to selectively block a light flux from a target or a light flux from the monitor and to 
also provide an image of the target overlapped with an electronic image from the 
monitor when both shutters are open (col. 3, paragraph [0036] and paragraph [0037]). 

Conclusion 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Theodore C. Shih whose telephone number is (571) 
272-7234. The examiner can normally be reached on 8:30-5:00 est. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patricia Bianco can be reached on (571) 272-4940. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




